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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
 
 
 

 

DELSON GROUP INC 

                     Opposer, 

 

 v. 

 

TENCENT HOLDING LIMITED. 

                     Applicant. 

 
 

 

 

AMENDED NOTICE OF OPPOSITION  
 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA 22313-1451 

 

Dear Sir: 

Opposer Delson Group Inc. (“Delson”) hereby submits the following Notice of 

Opposition (the “Notice”). The provisions of Notice shall not constitute a waiver of any 

right, privilege or defense. 

  

Opposition No. 91225628 
 
TM: TENCENT 
 (Serial No. 86/633,476)  
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I. FACT BACKGROUND 

A. Opposer and Its Trademark TENCENT 

1. Delson is an American small business, duly organized and existing under 

the laws of the state of Delaware, with its principal business address at 2901 Tasman Dr., 

Suite 107, Santa Clara, CA 95054.  

2. Delson is in the business of organizing international technology 

conferences and conducting research, development and consulting related to mobile and 

wireless technologies and related products or services.  Delson’s co-founder, Prof. Willie 

Lu, is a renowned international technology expert on mobile and wireless technology and 

standards.  Prof. Lu was a member of the United States Federal Communications 

Commission’s Technological Advisory Council, and the principal inventor of Open 

Wireless Architecture (OWA) and Mobile Cloud core platform which are widely used in 

mobile handheld devices, mobile portable devices and mobile chipsets. Through Delson, 

Prof. Lu founded “TENCENT R&D Service” or “TENCENT Research”, which is a 

research and development (R&D) service platform on mobile and wireless technology 

and other information and communication technology (“ICT”) technologies. Delson also 

founded many world-class R&D technology events regarding WORLD WIRELESS 

CONGRESS, GLOBAL MOBILE CONGRESS and MOBILE WORLD CONGRESS, 

with numerous global mobile and wireless professionals involved in these events as well 

as in the R&D services. Delson’s R&D services regarding technical trainings, technical 

publications, technical advertisement and marketing as well as consulting and analysis. 

3. Delson started to market TENCENT for its R&D service on mobile 

wireless and related ICT technologies during Delson’s technology conference in 2001. 

The R&D service has been established in San Francisco Bay Area since 2001. 
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Subsequently, Delson continuously marketed and advertised its TENCENT R&D or 

TENCENT Research services.    

4. Delson used TENCENT to market and promote its R&D and consulting 

services, technologies and service platforms in the ICT (information and communication 

technology) sector regarding research and development, on-line publications, print 

publications, trainings, consultancy and advisory, advertisement during conferences, 

business consulting and analysis, on-line advertisement and marketing, and technical 

publications.  

5. By virtue of Delson’s continuous and substantial use since 2001, the 

TENCENT mark has become the identifier of Delson’s R&D service or research service 

in the field, and distinguishes Delson’s goods/services from the goods/services of others. 

As a result, Delson has built up valuable goodwill and consumer recognition in its 

trademark. 

6. On February 9, 2012, Delson filed trademark application for TENCENT 

for class 042 with Serial Number 85538374 (Exhibit 1).  Though Delson had marketed 

the mark to the public since 2001, at the time of filing the application, Delson, 

represented by Prof. Lu, a technical expert in the wireless and mobile field, 

misunderstood the meaning of “commercial use date” in the application process and 

mistakenly thought that “commercial use” must be in the form of final commercial sale of 

products or services, a mistake that was corrected already.   

B. THL and Its TECENT Application  

7. Tencent Holdings Limited (“THL”) is a corporation organized under the 

law of the Cayman Islands, with the address at Cricket Square Hutchins Dr., George 

Town, P.O. Box 2681 GT, Century Yard, Grand Cayman, Cayman Islands.  THL’s actual 

business headquarter and principal business operation centers are in the People’s 

Republic of China. 
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8. THL’s Application for the mark TENCENT (“THL’s Application”) was 

filed on May 18, 2015, with Serial Number 86633476, based on Sections 44(e)  of the 

Trademark Act., See Exhibit 2. 

9. On information and belief, THL’s central and main data centers or servers 

for its Goods/Services of TENCENT have always been hosted and based in China as of 

its filing date of THL’s Application. 

10. On information and belief, THL’s central and main data centers or servers 

for its Goods/Services of TENCENT have been fully open to, accessible by, and/or 

controlled by, a foreign government as of its filing date of THL’s Application, for 

whatever reasons. 

11. On information and belief, THL’s central and main data centers or servers 

for its Goods/Services of THL’s other trademark applications or registrations, including 

Serial Numbers 85455432, 85876114, 85767185, 85980053, 85687478, 85725040, 

85888910, 85455475, etc. were fully open to, accessible by, and/or controlled by, a 

foreign government as of the filing dates of THL’s applications, for whatever reasons. 

12. On information and belief, even though THL had Goods/Services of 

TENCENT in the U.S. market, it did not have U.S. export control permits required by 

U.S. laws before exporting technologies and information of related Goods/Services to 

certain countries including China, as of the filing date of THL’s Application. 

C. THL and Its Opposition to the TENCENT Application 

13. On or about October 16, 2012, THL filed a Notice of Opposition to 

Delson’s application for the TENCENT Mark, on the ground of likelihood confusion 

(Opposition No. 91207516). 

14. On or about August 21, 2013, THL filed a motion for summary judgment, 

which the Board denied.  
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15. In its Opposition No. 91207516, THL has been unable to produce any U.S. 

commercial use materials related to its claimed goods/services in the U.S. markets except 

just the gaming or games only in the U.S. markets. 

D.  THL is in open contempt of the Board in other proceeding 

16. In the consolidated proceeding No. 91207516, THL is in open contempt of 

the Board order to produce its U.S. Export Control Permit to export technology and 

information to its China headquarter. Also, THL is in open contempt of the Board order 

to admit its main server and central datacenter in China for U.S. national security 

concern, but with related services in U.S. markets by American citizens. 

17. In the consolidated proceeding No. 91207516, the Board granted Delson’s 

motion to compel David Wallerstein of THL.  

E.  THL’s other conducts and facts 

18. THL’s chairman, founder and CEO Ma Huateng made false statement, 

declaration and non-U.S. use specimen before USPTO in order to obtain registration for 

THL’s marks (Exhibit 3).  

19. On information and belief, THL was involved in threatening Prof. Willie 

LU, a former member of U.S. federal FCC Technological Advisory Council and member 

of U.S. delegation for ITU mission, etc., and his family on his investigating THL’s 

MAIN SERVER in China (with related services in U.S. markets by American citizens, 

such as THL’s Wechat and Weixin services with American citizens but with MAIN 

servers or CENTRAL datacenters in China) for U.S. national security concern and U.S. 

homeland security protection. 

20. In the consolidated proceeding No. 91207516, THL, one of the largest 

Internet companies in CHINA with assets over US$200B, tried to use the lengthy and 

expensive TTAB proceedings including motions and requests, etc. as a weapon, to 
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financially attack and harass American small business like Delson and American Inventor 

like Prof. Willie W. LU. 

21. On information and belief, THL’s Ma Huateng and David Wallerstein had 

direct personal knowledge about THL’s commercial use of marks and business in U.S. 

markets through THL’s offices or companies in Boston and Palo Alto, etc., from the 

evidences produced by THL in the discovery of the consolidated proceeding No. 

91207516. 

II. CLAIM ONE: LIKELIHOOD OF CONFUSION 

22. Delson incorporates by reference the foregoing paragraphs as if they are 

fully set forth herein. 

23. Delson’s common law right in the TENCENT mark well predates both the 

filling date of and the use date of THL’s TENCENT under Section 7(c) of Lanham Act, 

15 U.S.C. § 1057(c).  Delson’s right in the TENCENT mark is superior to THL’s right in 

TENCENT. 

24. Delson and THL have the same or similar Goods/Services for paper, 

printed matter, printed publication, books, manuals, brochures for ICT field regarding 

mobile gaming.  Delson used TENCENT to market and promote its R&D and consulting 

services, technologies and service platforms in the ICT (information and communication 

technology) sector regarding research and development, on-line publications, print 

publications, trainings, consultancy and advisory, advertisement during conferences, 

business consulting and analysis, on-line advertisement and marketing, and technical 

publications.  These Delson businesses under TENCENT overlap considerably with 

TENCENT’s scope of use.  

25. Allowing THL to register TENCENT will create confusion among U.S. 

consumers to associate THL’s TENCENT with Delson and its TENCENT mark.  

Customers would mistakenly believe that the Goods/Services offered by Delson and THL 



 7  Opposition No. 91225628 
 

 

are related, associated, co-branded or marketed in the same or similar channels of sales, 

channels of marketing and advertising.  THL’s application for TENCENT should be 

rejected based on Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

III. CLAIM TWO: DECEPTION AND FALSE CONNECTION 

26. Delson incorporates by reference the foregoing paragraphs as if they are 

fully set forth herein. 

27. Delson had established the association between TENCENT and itself in 

the relevant areas of goods and services prior to the filing and use dates of the THL 

Application.  

28. By using TENCENT to mark its goods and services, THL misrepresents to 

the public that the goods and services are from the same source as those offered by 

Delson under the mark TENCENT, thus falsely suggesting a connection to the public 

between Delson and THL’s goods and services, in violation of Section 2(a) of the 

Trademark Act, 15 U.S.C. 1052(a).   

29. Specifically, (i) THL’s illicit use of the TENCENT mark is the same or 

close approximation of Delson’s TENCENT mark; (ii) THL’s use of the TENCENT 

mark would be recognized as such by purchasers, in that, due to Delson’s continuous use 

of the TENCENT mark for the marketing and advertising of its R&D service since 2001, 

the mark points uniquely and unmistakably to Delson’s TENCENT mark; (iii) Delson’s 

TENCENT mark is not connected with the goods sold or activities performed by THL 

under its illicit use of the TENCENT mark; and (iv) through its continuous use of the 

TENCENT mark for the marketing and advertising of its R&D service on mobile 

wireless and related ICT technologies since 2001, the name and identity of Delson’s 

TENCENT mark is of sufficient fame and reputation that when THL’s mark is used in 

connection with its goods or services, a connection with Delson would be presumed. 
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30. THL’s application for TENCENT should be rejected under Section 2(a) of 

the Trademark Act, 15 U.S.C. 1052(a). 

IV. PRAYER FOR RELIEF 

The Board should sustain Delson’s objection to U.S. Trademark Application 

Serial No. 86633476, and reject and strike the registration. 

       

       

Date:  February 25, 2016    

 

 
       /J. James Li/ 

      J. James Li, Ph.D.
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PTO Form 1553 (Rev 9/2005)

OMB No. 0651-0054 (Exp. 11/30/2008)

Trademark/Service Mark Statement of Use

(15 U.S.C. Section 1051(d))

The table below presents the data as entered.

Input Field Entered

SERIAL

NUMBER
76976639

LAW OFFICE

ASSIGNED
LAW OFFICE 104

NOTICE OF

ALLOWANCE
YES

EXTENSION

OF USE
NO

REQUEST TO

DIVIDE
NO

MARK SECTION

STANDARD

CHARACTERS
NO

USPTO-

GENERATED

IMAGE
NO

LITERAL

ELEMENT
QQ

OWNER SECTION (no change)

ATTORNEY SECTION (current)

NAME Leslie Bertagnolli

DOCKET

NUMBER
01-2760

ATTORNEY SECTION (proposed)

NAME Leslie Bertagnolli

DOCKET

NUMBER
04-0430

GOODS AND/OR SERVICES SECTION



INTERNATIONAL

CLASS
042

GOODS AND/OR

SERVICES
KEEP ALL LISTED

FIRST USE

ANYWHERE

DATE
08/15/2000

FIRST USE IN

COMMERCE

DATE
11/15/2000

SPECIMEN FILE

NAME(S)
\\TICRS\EXPORT7\IMAGEOUT7\769\766\76976639\xml1\SOU0002.JPG

       
\\TICRS\EXPORT7\IMAGEOUT7 \769\766\76976639\xml1\SO

U0003.JPG

SPECIMEN

DESCRIPTION
web page

PAYMENT SECTION

NUMBER OF

CLASSES
1

SUBTOTAL

AMOUNT
100

TOTAL AMOUNT 100

SIGNATURE SECTION

SIGNATORY FILE Signature

SIGNATORY

NAME
Ma Hua Teuos

SIGNATORY

POSITION
CEO

FILING INFORMATION

SUBMIT DATE Thu Dec 29 11:34:26 EST 2005

TEAS STAMP

USPTO/SOU-63.85.72.242-20

051229113426810904-769766

39-3205d613438485bc958647

bbb5a93c45-DA-826-2005122

9113029100619



PTO Form 1553 (Rev 9/2005)

OMB No. 0651-0054 (Exp. 11/30/2008)

Trademark/Service Mark Statement of Use

(15 U.S.C. Section 1051(d))
To the Commissioner for Trademarks:

MARK: QQ (stylized and/or with design)

SERIAL NUMBER: 76976639

This Allegation of Use is being filed after a Notice of Allowance has issued.

The applicant, Tencent (BVI) Limited, having an address of P.O. Box 957 Offshore Incorporations

CentreRoad Town, Tortola, Virgin Island, British , is using or is using through a related company or

licensee the mark in commerce on or in connection with the goods and/or services as follows:

For International Class: 042, the applicant, or the applicant's related company or licensee, is using the

mark in commerce on or in connection with all goods and/or services listed in the application or Notice of

Allowance.

The mark was first used by the applicant, or the applicant's related company, licensee, or predecessor in

interest at least as early as 08/15/2000, and first used in commerce at least as early as 11/15/2000, and is

now in use in such commerce. The applicant is submitting one specimen for the class showing the mark as

used in commerce on or in connection with any item in the class, consisting of a(n) web page.

Specimen-1

Specimen-2

The applicant hereby appoints Leslie Bertagnolli to submit this Trademark/Service Mark Statement of Use

on behalf of the applicant. The attorney docket/reference number is 04-0430.

A fee payment in the amount of $100 will be submitted with the form, representing payment for 1 class.

Declaration

Signatory's Name: Ma Hua Teuos

Signatory's Position: CEO

Signatory File Signature

RAM Sale Number: 826

RAM Accounting Date: 12/29/2005

Serial Number: 76976639

Internet Transmission Date: Thu Dec 29 11:34:26 EST 2005

TEAS Stamp: USPTO/SOU-63.85.72.242-20051229113426810



904-76976639-3205d613438485bc958647bbb5a

93c45-DA-826-20051229113029100619










